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- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

2. Claims 1-3, and 5-7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schallhorn et al. (6,473,653). 

Regarding claim 1, Schallhorn et al. shows an active electrode comprising at least 
four banks of active electrodes, wherein each bank of active electrodes includes a 
plurality of active electrodes wherein each active electrode comprises a plurality of 
individual electrode contacts (20, 21) and an active switch (CT1, CT2) integrally formed 
with the individual electrode contacts for individually activating the plurality of 
individual electrode contacts with a selected electrode stimulation current in response to 
electrode control signals (Figs. 6-8; Col. 5, line 63-Col. 6, line 19). 

With respect to claim 2 Schallhorn et al. shows the plurality of individual 
electrodes included within each active electrode comprises at least one lateral electrode 
contact (20) and at least one medial electrode contact (21) (Fig. 6). 

Regarding claim 3, Schallhorn et al. shows each active electrode includes a silicon 
die and switching circuitry hermetically sealed on the silicon die and operatively 
connected to the lateral and medial electrode contacts, wherein the switching circuitry 
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responds to the electrode control signals to selectively activate one or both of the medial 
or lateral electrode contacts (Figs. 6-8; Col. 5, line 63-Col. 6, line 19; Col. 8, lines 3-8) 

With respect to claim 5 Schallhorn et al. shows an active electrode array 
comprising a plurality of active electrodes, wherein each active electrode includes 
switching circuitry (CT1, CT2) built into the electrode array and a plurality of individual 
electrode contacts (20, 21) that may be individually activated by electrode control signals 
applied to the switching circuitry (Figs. 6-8; Col. 5, line 63-Col. 6, line 19). 

Regarding claim 6, Schallhorn et al. shows the active electrode array includes at 
least four active electrodes (Fig. 6). 

With respect to claim 7, Schallhorn et al. shows the plurality of individual 
electrode contacts included within each active electrode comprises at least one lateral 
electrode contact (20) and at least one medial electrode contact (21) (Figs. 6-8). 

Claim Rejections - 35 USC§103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schallhorn et al. (6,473,653). 

Regarding claim 12, Schallhorn shows an active electrode array comprising a 
flexible carrier in which wires are embedded, an active electrode array at or near a distal 
end of the flexible carrier comprising at least 2n electrode contacts, where n is an integer 
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of at least 4, switching circuitry located at or near the distal end of the flexible carrier 
adjacent the electrode contacts, said switching circuitry being responsive to control 
signals presented on at least a plurality of the wires so as to direct a stimulation signal 
presented on another of the wires to a selected pair of the electrode contacts, and means 
for connecting the wires at a proximal end of the flexible carrier to electronic circuitry 
adapted to generate the control signals and stimulation signal; whereby at least 2n 
electrodes located at the distal end of the flexible carrier may be connected for individual 
control through no more than n+1 wires embedded within the flexible carrier. Although 
Schallhorn fails to show there are n+1 wires embedded in the flexible carrier rather there 
are only 3 wires, it has been held that the mere duplication of parts has no patentable 
significance unless a new and unexpected result is produced. In re Harza, 21 A F.2d 669, 
124, (CCPA 1960). Therefore it would have been obvious to one with ordinary skill in 
the art at the time the invention was made to modify the number of wires embedded in 
the flexible carrier to be at least 5 since it has been held that the mere duplication of parts 
has no patentable significance. 

With respect to claim 13, Schallhorn et al. shows at least 2n electrode contacts 
included within the active electrode array comprises at least n lateral electrode contacts 
and at least n medial electrode contacts (Figs 6-8). 

Regarding claim 14, Schallhorn et al. shows the switching circuitry comprises a 
silicon die on which switching circuitry has been formed and hermetically sealed and 
operatively connected to the lateral and medial electrode contacts, wherein the switching 
circuitry responds to the electrode control signals to selectively activate selected ones of 
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the medial or lateral electrode contacts (Figs. 6-8; Col. 5, line 63-Col. 6, line 19; Col. 8, 
lines 3-8). 

Allowable Subject Matter 

5. Claims 4, 8-1 1, 1 5-16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Regarding claim 4, the prior art of record fails to teach or suggest an active 
electrode comprising at least four banks of active electrodes, wherein each bank of active 
electrodes includes a plurality of active electrodes wherein each active electrode 
comprises a plurality of individual electrode contacts comprising at least one lateral 
electrode contact and at least one medial electrode contact and an active switch integrally 
formed with the individual electrode contacts for individually activating the plurality of 
individual electrode contacts with a selected electrode stimulation current in response to 
electrode control signals, each active electrode includes a silicon die and switching 
circuitry hermetically sealed on the silicon die and operatively connected to the lateral 
and medial electrode contacts, wherein the switching circuitry responds to the electrode 
control signals to selectively activate one or both of the medial or lateral electrode 
contacts, all in combination with each bank of the active electrodes comprise a stack of 
the silicon dies of each active electrode belonging to that bank, over-molded with silastic. 

With respect to claims 8-11, the prior art of record fails to teach or suggest shows 
an active electrode array comprising a plurality of active electrodes, wherein each active 
electrode includes switching circuitry built into the electrode array and a plurality of 
individual electrode contacts that may be individually activated by electrode control 
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signals applied to the switching circuitry, all in combination with the switching circuitry 
of each active electrode comprising decoding circuitry, a first switch coupled to the 
decoding circuitry and the at least one lateral electrode contact, and a second switch 
coupled to the decoding circuitry and the at least one medial electrode contact, wherein 
the decoding circuitry responds to the electrode control signals and causes the first and 
second switches: to selectively activate one or both of the medial or lateral electrode 
contacts. 

Regarding claims 15-16, the prior art of record fails to teach or suggest an active 
electrode array comprising a flexible carrier in which n+1 wires are embedded, where n is 
an integer of at least 4, an active electrode array at or near a distal end of the flexible 
carrier comprising at least 2n electrode contacts, switching circuitry located at or near the 
distal end of the flexible carrier adjacent the electrode contacts, said switching circuitry 
being responsive to control signals presented on at least a plurality of the n+1 wires so as 
to direct a stimulation signal presented on another of the n+1 wires to a selected pair of 
the electrode contacts, and means for connecting the n+1 wires at a proximal end of the 
flexible carrier to electronic circuitry adapted to generate the control signals and 
stimulation signal; whereby at least 2n electrodes located at the distal end of the flexible 
carrier may be connected for individual control through no more than n+1 wires 
embedded within the flexible carrier, all in combination with the switching circuitry of 
each active electrode comprising decoding circuitry, a first switch coupled to the 
decoding circuitry and the at least one lateral electrode contact, and a second switch 
coupled to the decoding circuitry and the at least one medial electrode contact, wherein 
the decoding circuitry responds to the electrode control signals and causes the first and 
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second switches: to selectively activate one or both of the medial or lateral electrode 
contacts. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristen Mullen whose telephone number is 703-605-1 185. 
The examiner can normally be reached on 10:30 am-6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 703-308-5 181. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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